\ 



^3 e>jT 



Expf^i 



; ! : f — ] 

U.S.P.S. EXPRESS MAIL "POST OFFICE TO ADDRESSEE" SERVICE 

DEPOSIT INFORMATION 



s Mail Label No.: EV 330129596 US 
S^Ts, T^Date of Deposit: March 25, 2005 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Appln of: Gary Como et al. 



U.S. Patent Application Serial 
No.: 09/710,154 

U.S. Filing 

Date: November 9, 2000 

For: METHOD AND SYSTEM FOR BUSINESS PLANNING 
VIA A COMMUNICATIONS NETWORK 

Attorney Docket No: 10022/18 



BRINKS 
H O F E R 
GILSON 
&L I 0 N E 



Art Unit: 3623 



Examiner: Robinson Boyce, 
Akiba K. 



Mai Stop Appeal Brief-Patents 
Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Attached is/are: 

£<] Notice Of Appeal and Appeal Brief (in dupl.) 
£3 Return Receipt Postcard 
Fee calculation: 

O No additional fee is required. 
Small Entity. 

An extension fee in an amount of $ for a 



TRANSMITTAL 



□ 
□ 
□ 



A petition or processing fee in an amount of $, 



( )-month extension of time under 37 C.F.R. § 1 .1 36(a). 

under 37 C.F.R. § 1.1 7( ). 



An additional filing fee has been calculated as shown below: 





Small Entity 




Not a Small Entity 




Claims Remaining 
After Amendment 




Highest No. 
Previously Paid For 


Present 
Extra 




Rate 


Add'l Fee 


or 


Rate 


Add'l Fee 


Total 




Minus 








x $25= 






x $50= 




Indep. 




Minus 








x$100= 






x $200= 




First Presentation of Multiple Dep. Claim 






+$180= 






+ $360= 






Total 


$ 


Total 


$ 



Fee payment: 

£3 A check in the amount of $ 500.00 for the Notice Of Appeal fee is enclosed. 

£3 A check in the amount of $ 500.00 for the Appeal Brief fee is enclosed. 

Please charge Deposit Account No. 23-1 925 in the amount of $ .A copy of this Transmittal is enclosed 
for this purpose. 

Payment by credit card in the amount of $ (Form PTO-2038 is attached). 

The Director is hereby authorized to charge payment of any additional filing fees required under 37 CFR §1.16 
and any patent application processing fees under 37 CFR § 1.17 associated with this paper (including any 
extension fee required to ensure that this paper is timely filed), or to credit any overpayment, to Deposit 
Account No, 23-1925. 



□ 
□ 



Respectfully submitted, 




March 25, 2005 





JohnJD. Freeman (Reg. No. 34,483) 




"Express Mail" mailing label number: EV 330129596 US 
Date of Deposit: March 25, 2005 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Appln of: Gary Como et al. 

U.S. Patent Application Serial 
No.: 09/710,154 

U.S. Filing 

Date: November 9, 2000 

For: METHOD AND SYSTEM FOR BUSINESS 
PLANNING VIA A COMMUNICATIONS 
NETWORK 

Attorney Docket No: 10022/18 



1 



Art Unit: 3623 



Examiner: Robinson Boyce, Akiba K, 



APPEAL BRIEF 



Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

This Appeal is in response to the Final Office Action mailed January 25, 

2005 1 . 



1 Appellants are filing a Notice of Appeal concurrently with the filing of the 
present Appeal Brief. Since the Notice of Appeal is being filed within three 
months of the mailing of the Final Office Action and the present Appeal Brief is 
being filed within two months of the filing of the Notice of Appeal, the present 
Appeal Brief is timely filed. 
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I. REAL PARTY IN INTEREST 

It is believed that Accenture L.L.P. is the real party of interest in this 
Appeal pursuant to the following: 1) a recorded assignment of the above- 
identified application to Accenture L.L.P. executed by three of the eight listed 
inventors of record, Arnold Z. Huffman, Richard R. Krahn and Michael S. 
Sweeney, 2) an unrecorded employment agreement to assign all rights in the 
above-identified application to Accenture L.L.P. was entered into by the inventor 
John Mitchell, 3) a recorded assignment of the above-identified application to 
PolyOne Corporation executed by the remaining inventors of record, Gary Como, 
Sheryl L. Gast-Graham, Doug Grimm and Barry Smiach (employed by PolyOne 
Corporation) and 4) a recorded assignment of the above-identified application to 
Accenture L.L.P. executed by PolyOne Corporation. 

II. RELATED APPEALS AND INTERFERENCES 

The undersigned, John C. Freeman, is not aware of any other appeals, 
interferences or other judicial proceedings that may be related to, would directly 
affect or be directly affected by or have a bearing on the Board's decision in the 
pending Appeal. 
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III. STATUS OF CLAIMS 

The status of the claims is as follows: 

Claims 1, 3-6, 8, 34 and 35 are finally rejected under 35 U.S.C. § 103(a) 
for being obvious in view of U.S. Patent No. 6,1 1 5,690 to Wong. 

Claims 2, 7, 9-13, 18-22, 36 and 37 are finally rejected under 35 U.S.C. 
§ 103(a) for being obvious in view of Wong and U.S. Patent No. 5,953,707 to 
Huang et al. 

Claims 14-17 and 36 are finally rejected under 35 U.S.C. § 103(a) for 
being obvious in view of Wong, Huang et al. and U.S. Patent No. 6,640,249 to 
Bowman-Amuah. 

Claims 23-33 are canceled. 

The above-mentioned rejections of claims 1-22 and 34-37 are the subject 
of this Appeal. 

IV. STATUS OF AMENDMENTS 

No Amendment or Response has been filed regarding the January 25, 
2005 Final Office Action prior to the filing of the present Appeal Brief. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 

An understanding of the invention of independent claims 1 and 1 1 can be 
made upon a review of the embodiments of the invention shown in FIGS. 1-7 of 
the specification. Note that in the description to follow, like elements will employ 
identical identification numerals. FIG. 1 shows an embodiment of a system 9 for 
business planning that facilitates efficient communications and the exchange of 
information between a first data management system 1 1 affiliated with a first 
business entity and a second data management system 13 affiliated with a 
second business entity (P. 4, II. 10-13). As shown in FIG. 1, the first 
management system 1 1 includes a first enterprise resource planning (ERP) 
system 10 and a first data processing system 14 (P. 4, II. 14-15). The second 
data management system 13 includes a second enterprise resource planning 
system 34 and a second data processing system 26 (P. 4, II. 15-17). The first 
and second data management systems (11, 13) communicate via a 
communications network 22 (P. 4, II. 17-19). 

A first ERP system 10 is coupled to the first data processing system 14 
(P. 4, I. 20). The first data processing system 14 is arranged to communicate 
with the communications network 22 (P. 4, II. 21-22). The communications 
network 22 is arranged to communicate with the second data processing system 
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26 (P. 4, II. 22-23). The second data processing system 26 is coupled to the 
second ERP system 34 (P. 4, II. 23-24). The first ERP system 10, the second 
ERP system 34, or both include a user interface 24 for presenting data 
associated with the respective ERP systems (P. 4, II. 24-26). 

The first ERP system 10 includes a requirement-indicating database 12 
(P. 5, 1. 3). The requirement-indicating database 12 provides requirement data 
on a transactional subject (P. 5, II. 4-5). The transactional subject may refer to 
the provision of a material, a good, a product, a service, a financial transaction, 
or any combination of the foregoing items (P. 5, II. 5-7). Requirement data refers 
to information that is useful in managing or conducting a commercial activity or a 
transaction involving a 15 transactional subject (P. 5, II. 7-9). For example, the 
requirement data may be used to make one or more business decisions related 
to the transactional subject (P. 5, II. 9-11). Although the first ERP system 10 may 
establish the requirement-indicating database 12 as part of the normal operation 
of the first ERP system 10, in an alternative embodiment the first data 
processing system 14 may establish a requirement-indicating database 12 for 
storage in the first ERP system 10, in the first data processing system 14, or 
elsewhere (P. 5, II. 11-16). 

The first data processing system 14 includes a data extractor 16, a data 
format converter 18, and a transmitter 20 (P. 5, II. 17-18). The data extractor 16 
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extracts relevant data from the requirement-indicating database 12 (P. 5, II. 18- 
19). The data extractor 16 communicates the extracted data with a data format 
converter 18 which communicates with the transmitter 20 (P. 5, II. 19-21). 

The data extractor 16 includes an extraction algorithm that mines relevant 
requirement data from the requirement-indicating database 12 (P. 5, II. 29-30). 
Relevant requirement data is pertinent to the transactional subject, the 
relationship between the first business entity and the second business entity, or 
both (P. 5, I. 30 -P. 6, I. 2). 

The extractor 16 may include a filter that filters the requirement data in the 
requirement-indicating database 12 to obtain extracted relevant data (P. 6, II. 13- 
14). The data format converter 18 accepts the extracted requirement data and 
formats the extracted requirement data into a suitable data structure for 
transmission over the communications system 22 to the second data processing 
system 26 (P. 6, II. 23-26). 

The transmitter 20 accepts the formatted requirement data from the data 
format converter 18 (P. 7, II. 6-7). The transmitter 20 places the formatted 
requirement data in a suitable physical form for communication over the 
communications network 22 (P. 7, II. 7-9). 

The second data processing system 26 has a receiver 28 that receives 
the data transmission in the physical form transmitted by the transmitter 20 (P. 7, 
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II. 21-23). The data format translator 30 is adapted to translate the received data 
into a structured data format that is compatible with the second ERP system 34 
(P. 8, II. 3-5). 

One or more user interfaces 24 are coupled to the first ERP system 10, 
the second ERP system 34, or both (P. 8, II. 19-20). The user interface 24 may 
include a monitor for displaying source data of the first ERP system 10 or 
destination data of the second ERP system 34 (P. 8, II. 20-22). The user 
interface 24 promotes the ability to check for errors and readily check on the 
status of the business relationship (P. 8, II. 25-27). 

The first data processing system 14 and the second data processing 
system 26 automate the extraction of data from the first ERP system 10 and the 
loading of data into the second ERP system 34, respectively (P. 9. II. 1-3). 

FIG. 2 illustrates a method for business planning that may be 
implemented in a manner consistent with the system of FIG. 1 (P. 9, II. 9-1 1 ). In 
one example, a first entity may represent a business entity, which is a customer 
of a second business entity (P. 9, II. 11-12). Accordingly, the second business 
entity may be considered a supplier to the first business entity (P. 9, II. 12-13). 
In step S10 shown in FIG. 2, a first data processing system 14 obtains 
requirement indicating data of the first entity with respect to a transactional 
subject (P. 9, II. 15-16). The transactional subject refers to a good, service, 
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product, material, financial transaction, or any combination of the foregoing items 
(P. 9, II. 16-18). The requirement indicating data may represent forecast data, 
demand data, consumption data, inventory data, or any other data that impacts 
characteristics of a transaction or commercial activity involving the transactional 
subject (P. 9, II. 18-21). The demand data may shown an actual or present 
demand for a material, good, product, financial transaction, or service (P. 9. II. 
22-24). 

In step S12, the first data processing system 14 automatically transmits 
the obtained requirement-indicating data from a first business entity to a second 
business entity over a communications network 22 (P. 10, II. 5-7). As used 
herein, automatically refers to an electronic action that supports interoperability 
and communication between different electronic processors (e.g., ERP systems) 
associated with distinct business entities, where the electronic action is 
completed with minimal or no human intervention (P. 10, II. 7-1 1 ). Accordingly, 
the first data processing system 14 preferably transmits the obtained 
requirement-indicating data with minimal or no human intervention (P. 10, II. 12- 
15). 

In step S14, the second data processing system 26 receives the 
transmission from the first data processing system 14 via the communications 
network 22 (P. 11, II. 21-22). Further, the second data processing system 26 
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automatically feeds the received requirement indicating data into an electronic 
processor for tracking the transactional data (P. 11, II. 23-25). In one 
embodiment, the second data processing system 26 feeds the received 
requirement-indicating data into the second ERP system 34 with minimal or no 
human intervention to facilitate reduced transaction cycle time and greater 
accuracy in the commercial activity concerning the transactional subject (P. 11, II. 
27-30). 

In step S16 shown in FIG. 2, the second data processing system 26 
generates or facilitates the generation of a business decision of the first business 
entity, the second business entity, or both based on the requirement-indicating 
data (P. 12, II. 6-8). The business decision generally includes an order 
processing decision, a logistic decision, or both (P. 12,11. 8-10). An order 
processing decision involves an automated or human decision to purchase a 
transactional subject, engage in a commercial transaction, order a transactional 
subject based on the requirement-indicating data, or any combination of the 
foregoing (P. 12, II. 10-13). A logistic decision impacts how, when, and where 
the order processing characteristics are executed (P. 12, II. 13-14). 

FIG. 3 shows a block diagram of an embodiment of the system 1 09 for 
business planning, which is similar to that of FIG. 1 , except FIG. 3 includes a 
demand-indicating database 36, instead of a requirement-indicating database 12 
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(P. 14, II. 21-23). Like reference numbers indicate like elements in FIG. 1 and 
FIG. 3. 

The demand-indicating database 36 of FIG. 3 may represent one possible 
example of a requirement-indicating database 12 of FIG. 1 (P. 14, II. 25-26). As 
shown in FIG. 3, the demand-indicating database 36 includes forecast data 38 
and demand data 40 (P. 14, II. 26-27). If the first business entity represent a 
customer and the second business entity represents a supplier of the customer, 
then the forecast data 38 represents the prospective demand of the first 
business entity for a product, service, good, financial transaction, or material 
provided by the second business entity (P. 14, 1. 28 - P. 1 5, I. 4). Similarly, the 
demand data 40 represents an actual, a present, or an estimated demand for a 
good, service, product, material, or financial transaction provided by the second 
business entity to the first business entity (P. 15, II. 2-4). 

The first data processing system 14 cooperates with the communications 
network 22 and the second data processing system 26 to assure the accurate 
transmission of the forecast data 38 from the source or first ERP system 1 10 to 
the destination or second ERP system 34 (P. 15,11.1 0-1 3). 

FIG. 4 shows a method for automated business planning consistent with 
the system 109 of FIG. 3. In the initial step S18, the first data processing system 
14 accesses demand-indicating data within a demand-indicating database 36 
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associated with a first ERP system 110 (P. 15, II. 21-23). Further, the first data 
processing system 14 extracts a relevant portion of the demand-indicating data 
with respect to a transactional subject (P. 15, II. 23-26). The demand-indicating 
data refers to forecast data 38, demand data 40, or both (P. 15, II. 27-28). 

In step S20, the first data processing system 14 automatically transmits 
the obtained demand-indicating data from a first business entity to a second 
business entity over the communications network 22 (P. 16, II. 7-9). 

In step S22, the second data processing system 26 receives the demand 
indicating data that was transmitted in step S20 (P. 16, II. 15-16). The second 
data processing system 26 automatically feeds the transmitted demand- 
indicating data into an electronic processor for tracking the demand-indicating 
data (P. 16, II. 16-18). 

In step S24, the electronic processor (e.g., second ERP system 34) 
generates a business decision or facilitates the generation of a business 
decision of the second business entity based on the demand-indicating data (P. 
16, II. 24-26). For example, the first ERP system 110, the second ERP system 
34, or both may display demand-indicating data or a proposed commercial 
transaction on a user interface to assist a user in making a business decision (P. 
16. II. 26-29). 

The generation of an illustrative business decision is further shown by 
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FIG. 5. which illustrates a business planning system. The configuration of FIG. 5 
is similar to the configuration of FIG. 1 except FIG. 5 further includes an ordering 
system 15 coupled to the first data management system 1 1 at the supplier's site 
(P. 17, II. 10-12). Like reference numerals in FIG. 5 and FIG. 1 indicate like 
elements. 

The ordering system 15 includes a computer programmed with software 
instructions for making one or more of the following business decisions: an order 
processing decision 19, a logistics decision 21, an electronic order confirmation 
23, and an electronic shipping confirmation 25 (P. 17, II. 14-17). In a preferred 
embodiment, the ordering system 15 processes the foregoing business decisions 
on an automated basis with minimal or no human intervention (P. 17, II. 17-19). 

The ordering system 15 may automatically execute one or more order 
processing decisions and logistics decisions based on the demand-indicating 
data to minimize potential delay and errors from human intervention (P. 17, II. 20- 
22). The logistics decision is based on the input of order processing decision 
data 19 and logistics data (P. 18, II. 1-2). The first data management system 1 1 
at the supplier's site may provide logistics data or such logistics data may be 
provided by a user entering information into a user interface 24 associated with 
the ordering system 15 (P. 18, II. 4-6). 
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The order processing decision data 19 and the logistic decision data 21 is 
provided as input to a confirmation system 17 (P. 18, II. 15-16). The confirmation 
system 17 generates a status message that includes an electronic ordering 
confirmation 23, a shipping confirmation 25, or both (P. 18, II. 16-18). The 
confirmation system 17 sends the status message to the second data 
management system 13 at the supplier's site for forwarding to the first data 
management system 1 1 at the customers site via the communications network 
22 (P. 18, II. 18-21). 

The first data management system 1 1 , the second data management 
system 13, or the ordering system 15 includes a user interface 24, such as a 
graphical user 15 interface 24 (P. 18, II. 24-26). The user interface 24 is adapted 
to present one or more of the following: order processing decision data 19, 
logistics decision data 21, an electronic order confirmation 23, and an electronic 
shipping confirmation 25 (P. 18, II. 26-28). 

FIG. 6 shows a block diagram of a system for business planning that is 
similar to the block diagram of FIG. 1 , except FIG. 6 replaces the requirement 
indicating database 12 of FIG. 1 with an inventory-tracking database 42 in a first 
ERP system 210 (P. 19, II. 4-7). The inventory-tracking database 42 represents 
one example of the requirement-indicating database 12 (P. 19, II. 7-8). The 
inventory-tracking database 42 includes consumption data 44, inventory data 46, 
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or both (P. 19, II. 9-10). 

The consumption data 44, the inventory data 46, or both may be provided 
by an automated source 211, which feeds data into the first ERP system 10 (P. 
19, II. 25-26). 

FIG. 7 shows a method of business planning which is consistent with the 
system of FIG. 6. In step S26, the first data processing system 14 obtains 
inventory-tracking data on a stored supply (e.g., inventory) of a transactional 
subject (e.g. materials) at a first business entity (P. 20, II. 2-4). 

In step S28, the first data processing system 14 automatically transmits 
the obtained inventory-tracking data from the first business entity to a second 
business entity over a communications network 22 (P. 20, II. 5-7). The first data 
processing system 14 transmits the extracted inventory-tracking data from the 
inventory-tracking database 42 (P. 20, II. 8-9). The extracted inventory-tracking 
data may include extracted inventory data, extracted consumption data, or both 
(P. 20, II. 9-10). The extracted inventory-tracking data is loaded into the first data 
processing system 14 (P. 20, II. 12-13). The extracted consumption data 44, the 
extracted inventory data 46, or both are transmitted over the communications 
network 22 from the first data processing system 14 to the second data 
processing system 26 (P. 20, II. 13-16). 

In step S30, the second data processing system 26 automatically feeds 
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the transmitted inventory-tracking data into an electronic processor, such as a 
second ERP system 34, that is associated with the second business entity (P. 
20, II. 17-20). 

In step S32, the second ERP system 34 or the electronic data processor 
of the second business entity maintains a desired level of the stored supply at 
the first business entity based on the evaluation of the inventory-tracking data (P. 
20, II. 21-23). 

There are no means-plus-function terms or step-plus-function terms in 
independent claims 1 and 1 1 and dependent claims 2, 4, 5, 7-10, 14-17 and 34- 
37, which are argued separately below in Section VII. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

There are three grounds of rejection presented for review: 

1 ) the rejection of claims 1 , 3-6, 8, 34 and 35 for being obvious under 35 
U.S.C. § 103(a) in view of Wong; 

2) the rejection of claims 2, 7, 9-13, 1 8-22, 36 and 37 for being obvious 
under 35 U.S.C. § 103(a) in view of Wong and Huang et al.; and 

3) the rejection of claims 14-1 7 and 36 for being obvious under 35 U.S.C. 
§ 103(a) in view of Wong, Huang et al. and Bowman-Amuah. 
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VII. ARGUMENT 

A. 35 U.S.C. § 103 
1. Wong 

a. Claims 1, 3, 6 

Claims 1 , 3 and 6 were finally rejected in the Final Office Action of 
January 25, 2005 under 35 U.S.C. §103 as being obvious in view of Wong. 
Appellants traverse the rejection for several reasons. First, independent claim 1 
recites that the generated business decision "is made solely by an electronic 
data processing system without the need for manual data entry into or manual 
data extraction from the electronic data processing system." In contrast, Wong 
is directed to a business-to-business web commerce and business automation 
system that still relies on an individual to make a business decision, such as 
buying a product, and manually entering that decision into the system (Col. 14, II. 
29-52). Wong clearly desires to have a human decision involved with the 
generation of a business decision. 

The Examiner at page 17 of the Final Office Action argues that Wong's 
system makes a business decision. The Examiner relies on a portion of claim 50 
of Wong as disclosing a system that makes a business decision. The portion 
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relied on reads as follows: 



84. A method of automating an end-to-end business 
process using a software program running on a 
relational database system, comprising the steps of: 

as data is entered into the relational database 
system, qualifying data entries in accordance with a 
stored knowledge base; 

producing a workscope/workflow structured display of 
complex database records, the structured display 
constituting a decision-making environment for a 
particular business function, and displaying data 
together with GUI controls in such as way as to allow 
a user to readily change the status of a record within 
the relational database system in way determined by 
the stored knowledge base; and 

based on the experience of users using the software. 
(Col. 50, II. 35-49). 



The Examiner has also relied on the following passage of claim 64: 

producing a workscope/workflow structured display of 
complex database records each comprising multiple 
lines of text and pertaining to both a first party to a 
business transaction and a second party to the 
business transaction, the structured display 
constituting an integrated decision-making 
environment for a particular business function; and 

taking a prescribed action in relation to the selected 
record and changing at least one field of said record 
within said database; changing the display to a 



The above passages are silent as to having Wong's system itself make a 
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business decision. While the passages do refer to a "decision-making 
environment for a particular business function/' the passages indicate that the 
"decision-making environment" refers to "a workscope/workflow structured 
display of complex database records." There is no mention in Wong that the 
display by itself makes/generates a business decision. 

It is noted that the Examiner asserts that "the actual [business] decision is 
implemented through automated software" (bracketed material and underline 
added). However, implementation of a business decision is much different than 
making or generating a business decision. The word "implement" means "to give 
practical effect to and ensure actual fulfillment by concrete measures" Webster's 
Ninth New Collegiate Dictionary published by Merriam-Webster Inc. of 
Springfield, Massachusetts, 1983, p. 604. For the Examiner's assertion to be 
true, there needs to be a business decision created before it can be 
implemented. As stated previously, Wong does not disclose nor suggest that its 
system, by itself, is able to make or generate a business decision. 

The Examiner further argues at page 1 7 of the Final Office Action that 
Wong discloses a stored knowledge base and since Wong's system is 
automated "there would be no need to manually enter a decision into the system 
for a stored knowledge base." These statements ignore the fact that Wong 
explicitly relies on an individual to make a business decision, such as buying a 
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product, and manually entering that decision into the system as evidenced by the 



passage below: 

Once all of the requested information has been 
provided, the user then chooses from among possible 
actions, including making changes to the quote, going 
back to the Products List, submitting the guote to the 
sale representative, close the guote without saving 
any changes that the user may have made, or save 
the guote without submitting it . Note that a particular 
user, however, may have authority only to obtain 
quotes but not to submit quotes (place orders), or 
may have a purchase limit for a single purchase or for 
a predetermined time period (e.g., weekly, monthly, 
quarterly). If the user attempts to exceed his 
authority, the system will display a dialog informing 
the user that the selected action cannot be taken. 

In practice, if a user is allowed to obtain quotes but 
not submit quotes, the user will obtain and save a 
quote, note the quote number, and notify a superior 
having purchasing authority (e.g., via email) of the 
quote number. The person having purchasing 
authority may then use the guote number to retrieve 
and review the quote and submit the quote if it is in 
order. 

When a quote has been submitted, a confirmation 
screen is displayed thanking the user for the order, 
displaying the quote number, and confirming that the 
guote has been submitted as an order (Col. 14, II. 29- 
52) (emphasis supplied). 



The above excerpts of Wong cannot be ignored. They recite that a user (a 
person not a computer system) makes a choice between various actions 
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involving a quote. In addition, "[t]he person having purchasing authority" makes 

the decision whether to submit a quote as an order. Clearly, one or more 

persons are involved in generating/making business decisions in Wong's 

system/method. Since Wong does not disclose nor suggest the generation of a 

business decision made solely by an electronic data processing system as 

defined in claim 1, the rejection is improper and should be withdrawn. 

On a related matter, it is noted that the Office Action has relied on various 

passages in the claims of Wong to show that Wong describes various elements 

of claim 1 . However, a review of the passages shows that they do not disclose 

what is being asserted in the Office Action. For example, the Office Action 

asserts that claim 1's recitation "automatically transmitting the obtained 

requirement-indicating data from a first business entity to a second business 

entity over a communications network' is fully disclosed at col. 45, lines 24-27 of 

Wong. However, the passage states: 

[A] user making modifications to a record within a file 
belonging to the first business domain, the database 
management system in response thereto automatically 
reflecting said modifications within files belonging to 
the second business domain. 

The passage does not mention "requirement-indicating data" and "a 

communications network." The Examiner attempts to address this deficiency at 

pages 17 and 18 of the Final Office Action by reciting two passages of Wong 
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(one passage from the Specification and the other from claim 36) as disclosing 
the automatic transmission of requirement-indicating data. The passages are 
given below: 

Assume for purposes of illustration that the user 
wishes to find products. Having entered product 
search parameters, the user then clicks on the button 
Search for Products. A product (Col. 13, II. 22-24) 

providing a Web-enabled, client/server relational 
database management system storing a database 
described by a single database schema including files 
belonging to each of a first business domain dealing 
with products and a second business domain dealing 
with payments (claim 36, Col. 45, II. 17-22) 

Each of the passages mentions products that can be either searched or stored in 
a database. There is not mention in the passages regarding either requirement- 
indicating data or transmitting requirement-indicating data. As an example of 
requirement-indicating data, Appellants' own Specification states "[Requirement 
data refers to information that is useful in managing or conducting a commercial 
activity or a transaction involving a 15 transactional subject" (P. 5, II. 7-9). Since 
the mere searching of products or storage of products would not be "useful in 
managing or conducting a commercial activity or a transaction" by itself, the 
passages do not regard requirement-indicating data and so the rejection has no 
merit. 
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For the above reasons, the rejection of claim 1 is improper and should be 
withdrawn. Claims 3 and 6 each depend directly on claim 1 and so their 
rejections should be withdrawn for the same reasons stated above with respect 
to claim 1. 

b. Claim 4 

Claim 4 was finally rejected in the Final Office Action of January 25, 2005 
under 35 U.S.C. §1 03 as being obvious in view of Wong. Appellants traverse 
the rejection for several reasons. First, claim 4 depends directly on claim 1 and 
so its rejection should be withdrawn for the same reasons stated above in 
Section VI LA. 1. a with respect to claim 1. 

The rejection is improper for the additional reason that Wong does not 
disclose or suggest generating an order that "is made solely by an electronic 
data processing system without the need for manual data entry into or manual 
data extraction from the electronic data processing system." The Office Action 
relies on claim 67 as disclosing the recited "generating an order." However, 
claim 67 recites "preparing records of ordered items so that the ordered items 
can be received." The claim is silent as to generating an order solely by an 
electronic data processing system without the need for manual data entry or 
manual data extraction in the manner recited in the claim. Since there is no 
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suggestion to have Wong generate an order in the manner recited in claim 3, the 
rejection is improper and should be withdrawn. 

c. Claim 5 

Claim 5 was finally rejected in the Final Office Action of January 25, 2005 
under 35 U.S.C. §1 03 as being obvious in view of Wong. Appellants traverse 
the rejection for several reasons. First, claim 5 depends directly on claim 1 and 
so its rejection should be withdrawn for the same reasons stated above in 
Section VII. A.1. a with respect to claim 1. 

The rejection is improper for the additional reason that Wong does not 
disclose or suggest generating a shipping instruction that "is made solely by an 
electronic data processing system without the need for manual data entry into or 
manual data extraction from the electronic data processing system." The Office 
Action relies on an excerpt of claim 69 as disclosing the recited "generating a 
shipping instruction." However, the excerpt merely recites "preparing records of 
installed items for shipping." The claim is silent as to generating a shipping 
instruction or generating a shipping instruction solely by an electronic data 
processing system without the need for manual data entry or manual data 
extraction in the manner recited in the claim. Since there is no suggestion to 
have Wong generate a shipping instruction in the manner recited in claim 5, the 
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rejection is improper and should be withdrawn. 

d. Claim 8 

Claim 8 was finally rejected in the Final Office Action of January 25, 2005 
under 35 U.S.C. §103 as being obvious in view of Wong. Appellants traverse 
the rejection for several reasons. First, claim 8 depends directly on claim 1 and 
so its rejection should be withdrawn for the same reasons stated above in 
Section VILA. 1 .a with respect to claim 1 . 

The rejection is improper for the additional reason that Wong does not 
disclose or suggest transmitting superseding requirement-indicating data on an 
as-need basis as recited in claim 8. The Office Action has relied on a passage in 
column 2 of Wong as disclosing such transmitting. This reliance is improper in 
that it regards the known system shown in FIG. 1 (Col. 2, II. 15-17), which is not 
Wong's system. In other words, the Office Action is improperly picking and 
choosing various components from different systems and implying they are from 
the same system. Accordingly, Wong does not disclose transmitting 
superseding requirement-indicating data in its system and so the rejection is 
improper and should be withdrawn. 
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e. Claims 34 and 35 



Claims 34 and 35 were finally rejected in the Final Office Action of 
January 25, 2005 under 35 U.S.C. §1 03 as being obvious in view of Wong. 
Appellants traverse the rejection for several reasons. First, claims 34 and 35 
depend directly or indirectly on claim 1 and so their rejections should be 
withdrawn for the same reasons stated above in Section VII. A. 1. a with respect to 
claim 1. 

The rejection is improper for the additional reason that Wong does not 

disclose or suggest generating an order processing decision that "is made solely 

by an electronic data processing system without the need for manual data entry 

into or manual data extraction from the electronic data processing system." The 

Office Action relies on a passage in the Summary of the Invention section of 

Wong as disclosing the recited generating an order processing decision. The 

passage is given below: 

Based on the quote, a user with appropriate Web- 
verifiable authority may place an order on behalf of a 
company in accordance with a pre-existing 
agreement with the company. An employee of the 
seller, using the same DBMS, purchases product to 
fill the order . When the product is received, 
information regarding receipt of the product is entered 
into the DBMS. Orders are assembled, shipped and 
billed, all using the same DBMS. Customers can 
retrieve previous quote records and view order and 
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shipment status via the Web. Customer invoices are 
automatically generated upon shipment. When a 
customer payment is received, details concerning the 
payment are entered into the DBMS. Vendor invoices 
and payments are also handled using the DBMS, and 
both customers and vendors can view payment 
status-invoice, credit (from returns), etc.-via the 
Web, allowing paper invoice copies to be dispensed 
with if desired. Returns (Col. 4, II. 30-45) (emphasis 
supplied). 



However, the passage does not disclose or suggest a processing decision that 
"is made solely by an electronic data processing system" in the manner recited in 
claim 34. Indeed, the passage discloses a user, not a system, placing an order 
(Col. 4, II. 30-32) and an employee, not a system, purchasing product (Col. 4, II. 
33-34). Since there is no suggestion to have Wong generate a processing 
decision in the manner recited in claim 34, the rejection is improper and should 
be withdrawn. 

Claim 35 depends directly on claim 34 and so its rejection should be 
withdrawn for the same reasons stated above with respect to claim 34. 
2. Wong and Huang et al. 

a. Claims 2, 36 and 37 
Claims 2, 36 and 37 were finally rejected in the Final Office Action of 
January 25, 2005 under 35 U.S.C. §1 03 as being obvious in view of Wong and 
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Huang et al. Appellants traverse the rejection. In particular, claims 2, 36 and 37 
depend directly or indirectly on claim 1 . As pointed out above in Section 
VILA. 1. a, Wong does not suggest altering its system so that the generated 
business decision "is made solely by an electronic data processing system 
without the need for manual data entry into or manual data extraction from the 
electronic data processing system." Since Huang et aL does not suggest altering 
Wong's system so that the generated business decision "is made solely by an 
electronic data processing system" in the manner recited in claim 1, the rejection 
is improper and should be withdrawn. 

b. Claim 7 

Claim 7 was finally rejected in the Final Office Action of January 25, 2005 
under 35 U.S.C. §1 03 as being obvious in view of Wong and Huang et al. 
Appellants traverse the rejection for several reasons. In particular, claim 7 
depends directly on claim 1 . As pointed out above in Section VII.A.1 .a, Wong 
does not suggest altering its system so that the generated business decision "is 
made solely by an electronic data processing system without the need for 
manual data entry into or manual data extraction from the electronic data 
processing system." Since Huang et al. does not suggest altering Wong's 
system so that the generated business decision "is made solely by an electronic 
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data processing system" in the manner recited in claim 1, the rejection is 

improper and should be withdrawn. 

The rejection of claim 7 is traversed because neither Wong nor Huang et 

al. disclose extracting a subset of the requirement-indicating data from a 

requirement-indicating database associated with an enterprise resource planning 

system. The Office Action relies on the passages at column 10, lines 45, 46, 49 

and 50 of Huang et al. as disclosing the claimed extracting. However, the 

passages do no disclose extracting in any way as shown below: 

In the DSS Database 12 for these chains is as follows: 
Aggregate Production Plan Data: Aggregate Production Plan 

•kick 

Requirement Data; Component Requirement Header; Component 
Supplier; Component Supply Contract; Component (Col. 10, II. 45- 
46 and 49-50). 

Page 18 of the Final Office Action refers to a passage of Huang et al. in column 

93 that describes an extraction process. The passage is given below: 

provide a Network Simulator 350 (see FIG. 37). The 
former has been obtained by having a common 
Decision Support System (DSS) Database 12, from 
which input data to the decision models are retrieved 
and outputs updated. By having such bi-directional 
data flows between models and (Col. 93, II. 28-32) 



While it is debatable whether the above passage discloses extracting a subset of 
data from a database, it cannot be debated that the passage does not disclose 
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extracting requirement-indicating data. 

Since all of the passages relied on by the Final Office Action do not 
disclose nor suggest extracting a subset of requirement-indicating data from a 
requirement-indicating database as recited in claim 7, the rejection is improper 
and should be withdrawn. 

c. Claim 9 

Claim 9 was finally rejected in the Final Office Action of January 25, 2005 
under 35 U.S.C. §103 as being obvious in view of Wong and Huang et al. 
Appellants traverse the rejection for several reasons. In particular, claim 9 
depends directly on claim 1 . As pointed out above in Section VILA. 1 .a, Wong 
does not suggest altering its system so that the generated business decision "is 
made solely by an electronic data processing system without the need for 
manual data entry into or manual data extraction from the electronic data 
processing system." Since Huang et al. does not suggest altering Wong's 
system so that the generated business decision "is made solely by an electronic 
data processing system" in the manner recited in claim 1 , the rejection is 
improper and should be withdrawn. 

The rejection of claim 9 is traversed because neither Wong nor Huang et 
al. disclose transmitting differential data for expressing a change with respect to 
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prior requirement indicating data. The Office Action asserts that Huang et al 
discloses using differential values to express change with respect to a normal 
distribution. However, the passage relied on by the Office Action at Col. 83, 1. 64 
- Col. 85, 1. 25 refers to obtaining an approximation of a standard normal 
distribution using continuous piece-wise linear approximations (Col. 83, II. 62-67). 
There is no mention of transmitting differential data for expressing change with 
respect to prior requirement indicating data. Accordingly, the rejection is 
improper and should be withdrawn. 

d. Claim 10 

Claim 10 was finally rejected in the Final Office Action of January 25, 
2005 under 35 U.S.C. §103 as being obvious in view of Wong and Huang et al. 
Appellants traverse the rejection for several reasons. In particular, claim 10 
depends directly on claim 1. As pointed out above in Section VII. A. 1. a, Wong 
does not suggest altering its system so that the generated business decision "is 
made solely by an electronic data processing system without the need for 
manual data entry into or manual data extraction from the electronic data 
processing system." Since Huang et al. does not suggest altering Wong's 
system so that the generated business decision "is made solely by an electronic 
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data processing system" in the manner recited in claim 1 , the rejection is 
improper and should be withdrawn. 

The rejection of claim 10 is also traversed because neither Wong nor 
Huang et al. disclose generating a business decision on production of the 
transactional subject at a regular interval that has a duration that depends on the 
business of the two entities. The Office Action has cited four passages in Huang 
et al. as disclosing the recited generating process. However, not one passage 
mentions any interval for generating a business decision or any duration of an 
interval. Accordingly, the rejection is improper and should be withdrawn. 

e. Claims 11-13 and 18-22 

Claims 11-13 and 18-22 were finally rejected in the Final Office Action of 
January 25, 2005 under 35 U.S.C. §103 as being obvious in view of Wong and 
Huang et al. Appellants traverse the rejection. In particular, independent claim 
1 1 recites that the generated business decision based on demand-indicating 
data "is made solely by an electronic data processing system without the need 
for manual data entry into or manual data extraction from the electronic data 
processing system." As mentioned above in Section VILA. 1. a, Wong is directed 
to business-to-business web commerce and business automation system that 
still relies on an individual to make a business decision, such as buying a 
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product, and manually entering that decision into the system (Col. 14, II. 29-52). 
Since Huang et al. also does not suggest altering Wong's process/structure so 
that generation of a business decision based on demand-indicating data and 
made solely by an electronic data processing system as defined in claim 1 1 , the 
rejection is improper and should be withdrawn. 

Claims 12, 13 and 18-22 depend directly or indirectly on claim 1 1 and so 
their rejections should be withdrawn for the same reasons stated above with 
respect to claim 11. 

3. Wong, Huang et al. and Bowman-Amuah 
a. Claims 14-17 

Claims 14-17 were finally rejected in the Final Office Action of January 25; 
2005 under 35 U.S.C. §1 03 as being obvious in view of Wong, Huang et al. and 
Bowman-Amuah. Appellants traverse the rejection for several reasons. In 
particular, claims 14-17 depend indirectly on claim 1 1 . As pointed out above in 
Section VII. A. 2. e, Wong and Huang et al. each does not suggest altering Wong's 
system/method so that generation of a business decision based on demand- 
indicating data and made solely by an electronic data processing system as 
defined by claim 11 is accomplished. Since Bowman-Amuah also does not 
suggest altering Wong's system to altering Wong's process/structure so that 
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generation of a business decision based on demand-indicating data and made 
solely by an electronic data processing system as defined in claim 1 1 , the 
rejection is improper and should be withdrawn. 

b. Claim 36 

Claim 36 was finally rejected in the Final Office Action of January 25, 
2005 under 35 U.S.C. §103 as being obvious in view of Wong, Huang et al. and 
Bowman-Amuah. Appellants traverse the rejection. As pointed out above in 
Section VILA. 2. a, Wong and Huang et al. each do not suggests altering Wong's 
system/method so that the generated business decision "is made solely by an 
electronic data processing system without the need for manual data entry into or 
manual data extraction from the electronic data processing system." Since 
Bowman-Amuah does not suggest altering Wong's system/method so that the 
generated business decision "is made solely by an electronic data processing 
system without the need for manual data entry into or manual data extraction 
from the electronic data processing system", the rejection is improper and should 
be withdrawn. 
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For the reasons give above, Appellants respectfully submit that the 
rejections should be withdrawn and the claims should be allowed. 



BRINKS HOFER 
GILSON &LIONE 
P.O. Box 10395 
Chicago, Illinois 60610 
(312)321-4200 

Dated: March 25, 2005 



Respectfully submitted, 




Joran C. Freeman 
Registration No. 34,483 
Attorney for Appellants 
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VIII. CLAIMS APPENDIX 

1 . A method for planning a business decision, the method comprising 

the steps of: 

obtaining requirement-indicating data of a first entity with respect to 
a transactional subject; 

automatically transmitting the obtained requirement-indicating data 
from a first business entity to a second business entity over a communications 
network; automatically feeding the transmitted 

requirement-indicating data into an electronic processor for monitoring the 
transactional subject, the electronic processor being associated with an 
electronic processing system of the second business entity; and 

generating a business decision of the first business entity and the 
second business entity that is based on the requirement-indicating data and that 
is made solely by the electronic processing system without the need for manual 
data entry into or manual data extraction from the electronic processing system. 

2. The method according to claim 1 wherein the obtaining step 
comprises obtaining demand-indicating data, the demand-indicating data 
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including at least one of demand data and forecast data on the transactional 
subject. 

3. The method according to claim 1 wherein the obtaining step 
comprises obtaining inventory-tracking data, the inventory-tracking data including 
at least one of consumption data and inventory data. 

4. The method according to claim 1 wherein the generating step 
comprises generating an order as the business decision, the order being for the 
transactional subject based on the requirement-indicating data. 

5. The method according to claim 1 wherein the generating step 
comprises generating a shipping instruction as the business decision, the 
shipping instruction being for the transactional subject based on the requirement 
indicating data. 

6. The method according to claim 1 wherein the feeding step 
comprises feeding the transmitted requirement-indicating data into an enterprise 
resource planning system as the electronic processor. 
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7. The method according to claim 1 wherein the obtaining step 
comprises extracting a subset of the requirement-indicating data from a 
requirement-indicating database associated with an enterprise resource planning 
system. 

8. The method according to claim 1 wherein the transmitting step 
comprises transmitting superseding requirement-indicating data on an as- 
needed basis to replace prior requirement-indicating data at the second business 
entity. 

9. The method according to claim 1 wherein the transmitting step 
comprises transmitting differential data for expressing a change with respect to 
prior requirement indicating data at the second business entity. 

10. The method according to claim 1 wherein the generating step 
comprises generating the business decision on production of the transactional 
subject based on an exchange of the requirement-indicating data at a regular 
interval, the regular interval having a duration that depends upon a nature of the 
business of the first business entity and the second business entity. 
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11. A method for planning a business decision, the method comprising 
the steps of: 

obtaining demand-indicating data with respect to a transactional 

subject; 

automatically transmitting the obtained demand-indicating data 
from a first business entity to a second business entity over a communications 
network; 

automatically feeding the transmitted demand-indicating data into 
an electronic processor for tracking the demand-indicating data, the electronic 
processor being associated with an electronic processing system of the second 
business entity; and 

generating a business decision of at least one of the first business 
entity and the second business entity that is based on the demand-indicating 
data and that is made solely by the electronic processing system without the 
need for manual data entry into or manual data extraction from the electronic 
data processing system. 

12. The method according to claim 1 1 wherein the obtaining step 
comprises accessing the demand-indicating data in a database associated with 
an enterprise planning resource system. 
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13. The method according to claim 12 wherein the obtaining step 
comprises updating demand-indicating data in the database on a daily basis 
after an end of a business day and prior to a beginning of a next successive 
business day. 

14. The method according to claim 12 further comprising the steps of 

extracting a relevant portion of the demand-indicating data from the 
database; and 

formatting the extracted relevant portion of the demand-indicating 
data into an extensible mark-up language document. 

15. The method according to claim 14 wherein the transmitting step 
comprises transmitting the extensible mark-up language document as the 
demand indicating data over the communications network. 

16. The method according to claim 15 further comprising the steps of 
receiving the transmitted extensible mark-up language document; and translating 
the extensible mark-up language document into a data format compatible with an 
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enterprise planning resource system. 

17. The method according to claim 12 wherein the transmitting step 
transmits the demand-indicating data in the database on a daily basis after an 
end of a business day and prior to a beginning of a next successive business 
day. 

18. The method according to claim 1 1 further comprising the step of 
displaying the demand-indicating data for a user affiliated with one of the first 
business entity and the second business entity. 

19. The method according to claim 1 1 wherein the business decision 
comprises deciding to change the manufactured quantity of a material as the 
transactional subject. 

20. The method according to claim 1 1 wherein the business decision 
comprises deciding to change a supply of material to fulfill a firm demand derived 
from the demand-indicating data. 

21 . The method according to claim 1 1 wherein the obtaining step 
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includes obtaining one of demand data and forecast data with respect to the 
transactional subject. 

22. The method according to claim 1 1 wherein the first business entity 
represents a customer of a material as the transactional subject and wherein the 
second business entity represents a supplier of the material. 

34. The method according to claim 1 wherein the business decision 
comprises an order processing decision. 

35. The method according to claim 34 wherein the order processing 
decision comprises procuring a production material for either said first business 
entity or said second business entity. 

36. The method according to claim 1 wherein the business decision 
comprises engaging in a commercial transaction involving the transactional 
subject. 

37. The method according to claim 36 wherein the commercial 
transaction comprises purchase of the transactional subject. 
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EVIDENCE APPENDIX 



None. 



RELATED PROCEEDINGS APPENDIX 



None. 
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